REMARKS 



In response to the above-identified Final Office Action ("Action"), Applicants traverse 
the Examiner's rejection to the claims and seek reconsideration thereof. Claims 1-12 are pending 
in the present application. Claims 1-6 and 8-11 are withdrawn. Claims 7 and 12 are rejected. In 
this response, claim 7 is amended, claim 12 is cancelled and claim 13 is added. 

I. Claim Amendments 

Applicants respectfully submit herewith amendments to claim 7 and add new claim 13. 

Claim 7 is amended to clarify that the method of detection includes "culturing a sample 
comprising bacteria in a medium under anaerobic conditions, the medium comprising: 
an oxidizing metal complex capable of oxidative polymerization of an indoxyl chemical 
derivative and a substrate selected from the group consisting of X-Gal, X-Phos, X-GlcNac, Mag- 
Gal, Mag-a-Gal, and Mag-Phos to result in an insoluble colored compound; and detecting a 
bacteria based on an appearance of a color in the medium associated with the bacteria while the 
cultured sample remains in the anaerobic conditions." Applicants respectfully submit claim 7 is 
amended to clarify that the method includes culturing a sample comprising bacteria in the 
claimed medium under anaerobic conditions and detecting the bacteria while the cultured sample 
remains in the anaerobic conditions. In addition, claim 7 is amended to recite "X-GlcNac" 
instead of "X-acglmn," which was incorrectly recited in the claim. Applicants respectfully 
submit, as is evidenced by the amendments made in the parent application assigned Application 
No. 09/890,841, upon recognition of this error Applicants sought to amend the specification and 
claims to correct the error. 

Claim 13 is added to clarify that the oxidizing metal complex is ammoniacal iron citrate. 
Support for the amendment to claim 13 may be found, for example, in original claim 9. 

Applicants respectfully submit, in view of the foregoing, the amendments to claim 7 and 
new claim 1 3 are supported by the specification and do not add new matter. For at least the 
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foregoing reasons, Applicants respectfully request consideration and entry of the amendments to 
claim 7 and new claim 13. 

II. Specification Amendments 

Applicants respectfully submit herewith amendments to the specification. In particular, 
the specification is amended to correct the recitation of "X-acglmn" to recite "X-GlcNac" for 
consistency with claim 7. For the reasons previously noted in regard to claim 7, the amendments 
are supported by the specification and do not add new matter. Applicants respectfully request 
consideration and entry of the amendments to the specification. 

III. Terminology 

In the outstanding Action the Examiner requests that Applicants clarify the terminology 
X-Gal, X-Phos, X-acglmn, Mag-Gal, Mag-a-Gal, and Mag-Phos recited in claim 7. As 



previously noted, the term "X-acglmn" has been replaced with "X-GlcNac." Accordingly, the 
full chemical names for X-Gal, X-Phos, X-GlcNac, Mag-Gal, Mag-a-Gal, and Mag-Phos are as 
follows: 



Term 


Corrected Term 


Full Chemical Name 


X-Gal 




5-bromo-4-chloro-3-indolyl-beta-D-galactoside 


X-Phos 




5-bromo-4-chloro-3-indolyl-phosphate 


X-acglmn 


X-GlcNac 


5-bromo-4-chloro-indolyl-N-aceryl-beta-D-glucosaminide 


Mag-Gal 




5-bromo-6-chloro-3-indolyl-beta-D-galactopyranoside 


Mag-a-Gal 


Corresponds to MAGENTA- 
Gal 


5-bromo-6-chloro-3-indolyl-a-D-galactopyranoside 


Mag-Phos 




5-bromo-6-chloro-3-indolyl-ph(^phaU 



As noted by the Examiner, X-gal is defined on page 3, lines 7-8 of the application. 
Applicants further submit herewith documentation showing the claim terms and their 
corresponding full chemical names for the Examiner's convenience. 

IV. Claim Rejections - 35 U.S.C. §112 

A. First Paragraph 



In the outstanding Action, the Examiner rejects claims 7 and 12 under 35 U.S.C. 1 12, first 
paragraph, as containing subject matter which was not described in the specification in such a 
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way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was field, had possession of the claimed invention. 

Claim 12 is deleted therefore the rejection of claim 12 on this basis is moot. 

In regard to claim 7, claim 7 is amended to correct the recitation of "deleting" and clarify 
that the media includes an oxidizing metal complex capable of oxidative polymerization of an 
indoxyl chemical derivative. With respect to the Examiner's determination that the specification 
does not support Applicants 1 recitation of "indoxyl chemical derivative," Applicants respectfully 
direct the Examiner's attention to page 1, lines 5-10, page 1, lines 10-20, page 4, lines 20-35, 
page 7, of the specification wherein indoxyl derivatives are referenced numerous times and 
specific examples of substrates containing Applicants' claimed "indoxyl chemical derivatives" 
are listed. 

Applicants believe for at least the foregoing reasons, claim 7 is in compliance with 35 
U.S.C. §112, first paragraph. Applicants respectfully request reconsideration and withdrawal of 
the rejection of claim 7 on this basis. 

B. Second Paraeraph 

In the outstanding Action, the Examiner rejects claims 7 and 12 under 35 U.S.C. 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 12 is deleted therefore the rejection of claim 12 on this basis is moot. 

In regard to claim 7, as previously discussed, claim 7 is amended to correct the recitation 
of "deleting" and clarify that the media includes an oxidizing metal complex capable of oxidative 
polymerization of an indoxyl chemical derivative. In addition, claim 7 is amended to clarify that 
detecting includes detecting a bacteria based on an appearance of a color in the medium 
associated with the bacteria while the cultured sample remains in the anaerobic conditions. 

Applicants believe the foregoing amendments to claim 7 are responsive to the rejections 
raised by the Examiner and place the claims in compliance with 35 U.S.C. §112, second 
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paragraph. Applicants respectfully request reconsideration and withdrawal of the rejection of 
claim 7 on this basis. 

V. Claims Rejected Under 35 U.S.C. $103 

In the outstanding Action, the Examiner rejects claims 7 and 12 under 35 U.S.C. 103(a) 
as being unpatentable over Differential fiu-lacZ fusion regulation linked to Escherichia coli 
colony development by Newman et al. (" Newman ") taken with Characterization of a Novel 
Member of the DesS-DegU Regulon Affected by Salt Stress in Bacillus subtilis by Dartois et al. 
("Dartois'') and X-a-Gal-based medium for simultaneous enumeration of bifidobacteria and 
lactic acid bacteria in milk by Chevalier et al. (" Chevalier "). Applicants respectfully traverse the 
rejection. 

To establish a prima facie case of obviousness, the Examiner must show the cited 
references, combined, teach or suggest or provide an apparent reason for each of the elements of 
the rejected claim. 

Claim 12 is cancelled therefore the rejection of claim 12 on this basis is moot. 

In regard to claim 7, Applicants respectfully submit Newman , Dartois and Chevalier fail 
to teach or suggest or provide any apparent reason for at least the elements of "a) culturing a 
sample comprising bacteria in a medium under anaerobic conditions, the medium comprising: 
an oxidizing metal complex capable of oxidative polymerization of an indoxyl chemical 
derivative and a substrate selected from the group consisting of X-Gal, X-Phos, X-GlcNac, Mag- 
Gal, Mag-a-Gal, and Mag-Phos to result in an insoluble colored compound; and b) detecting a 
bacteria based on an appearance of a color in the medium associated with the bacteria while the 
cultured sample remains in the anaerobic conditions" (emphasis added) as recited in amended 
claim 7. 

The Examiner alleges that Newman and Dartois disclose each of the elements of claim 7 
except for a method of detecting under anaerobic conditions. The Examiner instead alleges 
Chevalier discloses a method of detecting bacteria grown anaerobically. In view of these 
teachings, the Examiner alleges one of ordinary skill in the art would have had a reasonable 
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expectation of success in detecting anaerobic bacteria by modifying Newman to use ferric 
ammonium citrate (ammoniacal iron citrate) as suggested by Dartois using anaerobicity as taught 
by Chevalier for more effective and efficient detection of anaerobic pathogens. 

Applicants respectfully disagree and submit that even if it were possible to combine the 
references, and Applicants do not believe this is the case, the combination would still fail to 
provide a method of detecting bacteria while the cultured sample remains in the anaerobic 
conditions as recited in claim 7. 

In particular, ferric ammonium is a soluble form of ferric (+3) iron. It is added to 
bacteriologic media for only three reasons, namely, (1) an iron source in cases of siderophilic 
bacteria such as M. tb; (2) to detect H2S production in situ (forms a black precipitate of Fe2S3) 
or (3) in the esculin hydrolysis test for Strep viridans (forms a black precipitate with hydrolyzed 
esculin). In all of these uses, the medium is incubated under aerobic conditions. In particular, 
the color reaction when using chromogens containing indoyl moiety absolutely require oxygen to 
get the precipitate color. The reaction will not work in the absence of oxygen or an oxidizing 
agent. Moreover, under anaerobic conditions one would need to replace oxygen to oxidize the 
indoyl groups to get a precipitate color. Although ferric iron (Fe+3) may be used for this 
purpose, it has to be soluble in the medium. 

As recognized by the Examiner, Dartois and Newman disclose aerobic culturing. 
Moreover, Dartois uses a concentration of ferric ammonium citrate that is roughly 1/10 of that 
used in the instant application. Newman uses ferrous (not feme) in its formulation and about 
1/10 of that used in the instant application. Ferrous iron cannot replace oxygen in the indoyl 
color generation reaction. Moreover, in view of the fact that both Dartois and Newman teach 
aerobic culturing, there would be no reason to modify Newman to include ferric iron as alleged 
by the Examiner. Accordingly, Applicants do not believe one of ordinary skill in the art would 
understand any reason to modify Newman in view of Dartois as alleged by the Examiner to 
achieve a precipitate color under anaerobic conditions. Finally, although Chevalier discloses 
anaerobic conditions, the plate is transferred to an oxygen environment to achieve the indoyl 
color generation. Accordingly, even if it were possible to combine Dartois , Newman and 
Chevalier , the references fail to teach or suggest or provide any apparent reason for a method of 
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detecting bacteria while the cultured sample remains in the anaerobic conditions as recited in 
claim 7. 



Thus, for at least the foregoing reasons, the combination of Dartojs, Newman and 
Chevalier may not be relied upon to teach or suggest or provide any apparent reason for each and 
every element of claim 7. Since each of the elements of claim 7 are not provided by the cited art, 
a prima facie case of obviousness may not be established. Applicants respectfully request 
reconsideration and withdrawal of the rejection of claim 7 under 35 U.S.C. §103. 

In regard to new claim 13, claim 13 depends from claim 7 and incorporates the 
limitations thereof. Thus, for at least the reasons that claim 7 is not prima facie obvious over 
Dartpjs, Newman and Chevlier , claim 13 is further not obvious over the cited art. For at least the 
foregoing reasons, Applicants respectfully requests consideration and allowance of claim 13. 
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CONCLUSION 



In view of the foregoing, it is believed that all claims now pending, namely claims 1-11 
and 13, are now in condition for allowance and such action is earnestly solicited at the earliest 
possible date. If there are any additional fees due in connection with the filing of this response, 
please charge those fees to our Deposit Account No. 02-2666. Questions regarding this matter 
should be directed to the undersigned at (310) 207-3800. 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR, & ZAFMAN LLP 



Dated: 



August 30, 2007 




1279 Oakmead Parkway 
Sunnyvale, CA 94085-4040 
Telephone (408) 720-8300 
Facsimile (408) 720-8383 




I hereby certify that this correspondence is being submitted electronically 
via EFS Web to the United States Patent and Trademark Office on 



CERTIFICATE OF TRANSMISSION 
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X-Phos AMPD Salt 

5-Bromo-4-chloro-3-indolyl Phosphate, Di(2-amino-2-methyl-l,3- 
propanediol) Salt 

C 16 H 28 BrCIN 3 0 8 P F.W. 536.74 CAS 107475-11-6 

Ratings 

Health: 1 
Flammablllty: 0 
Reactivity: 0 

Enter quantities for each size you wish to add to your cart: 
Quantity 



SKU 

SC-X3011-lg 



Size 

i g 



Your Price 

$342.30 
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Store at 0°C 
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Magenta-Gal 
Art-Nr.: A1143 




Menge Bestell-Nr. 

25 mg A1 143,0025 
100 mg A1 143,0100 



Synonym: 


Brom-6-chlor-3-indolyl-0-D-galactopyranosid 


Formel: 


C 14 H 15 BrCIN0 6 


M: 


408,63 g/mol 


CAS-Nr.: 


93863-88-8 


HS-Nr.: 


29400090 


Lagerung: 


-20°C lichtgeschQtzt 


LGK: 


10-13 


Spezifikation: 




Gehalt (HPLC): 


min. 98 % 


a20°CVD; 1 %, EtOH: 


-46" +- 2° 
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